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Office Action Summary 



Application No. 

09/825,191 



Examiner 

Peter Szekely 



Appticant(s) 



GOOSSENS ET 



Art Unit 

1714 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for repty is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on 06 May 2003 . 
2a)H This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1 and 5-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) Q Claim(s) 1 and 5-18 is/are rejected. 

7) H Claim(s) 19-24 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)dAII b)D Some*c)D None of: 

1 -D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-41 3) Paper No(s). . 

2) EH Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) HD Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1 and 5-18 are rejected under 35 U.S.C. 102(a or b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Bialos et al. 3,971 ,756, Mark 
4,1 10,299, Umeda et al. 5,449,710 or NEC Corp. JP-2000-327897. 

3. The rejections over Nishihara 6,454,969 have been withdrawn in light of 
applicants' response. The cancellation of claims 2-4 makes the rejections of those 
claims moot. The rejections for lack of antecedent basis and indefiniteness are 
withdrawn by the examiner. The other art rejections are maintained. 



4. Applicant's arguments filed 5/6/03 have been fully considered but they are not 
persuasive. Linear bis(pentafluorophenyl) siloxane branched methylphenyl siloxane 
copolymer is exactly what it says. It is a copolymer of bis(pentafluorophenyl) siloxane 
and methylphenyl siloxane. Applicants' claims are not restricted to methylphenyl 
polysiloxane homopolymers or any specific copolymers. The specification does not 
define the invention. The claims do. Furthermore, one of ordinary skill in the art can 
certainly able to draw the structural formula or write the name of each of the compounds 
included in the generic formula, so at once envisaging should not be any problem. The 
examiner is quite certain that the assignees of US Patents 3,971,516 and 4,1 10,299 
intended to include ail variations of the basic formula within their protected inventions. 



Response to Arguments 
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Umeda et al. start their laundry list with methyl and phenyl groups respectively, proving 
that they are the most prevalent. As far as the Japanese Document is concerned, 
applicants' attention is directed to paragraphs 27 and 28 of the English translation, 
where the percentage of aromatic groups is defined and methyl and phenyl groups are 
stated to be preferred. There is nothing in the claims about linear methylphenyl 
polysiloxane. Finally, this is a combined 102/103 rejection. Picking and choosing may 
be entirely proper in the context of an obviousness rejection. In re Arkley, 455 F.2d 
586, 587, 172 USPQ 524,526, (CCPA 1972). The rejections are maintained. 

Allowable Subject Matter 

5. Claims 19-24 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

6. Weidner et al. 6,541 ,548 is enclosed as being of interest 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Szekely whose telephone number is (703) 308- 
2460. The examiner can normally be reached on 7:00 a.m-5:30 p.m. Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (703) 306-2777. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9310 for regular communications and (703) 872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. I Z 




Peter Szekely 
Primary Examiner 
Art Unit 1714 



P.S. 

June 6, 2003 



